
Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA599481
Filing date: 04/18/2014

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 92057092

Party Defendant
Bulldog Winch Co., LLC

Correspondence
Address

HOWARD SOBELMAN
SNELL & WILMER LLP
ONE ARIZONA CENTER, 400 E VAN BUREN
PHOENIX, AZ 85004-2202
UNITED STATES
hsobelman@swlaw.com

Submission Reply in Support of Motion

Filer's Name David E. Rogers

Filer's e-mail drogers@swlaw.com

Signature /David E. Rogers/

Date 04/18/2014

Attachments Reply.pdf(148624 bytes )
Exhibit6.pdf(206802 bytes )
Exhibit6A.pdf(94510 bytes )
Exhibit6B.pdf(70881 bytes )
Exhibit6C.pdf(1645080 bytes )
Exhibit6D.pdf(471328 bytes )
Exhibit6E.pdf(1882116 bytes )

http://estta.uspto.gov


19064113 

 
 

Attorney Docket No.: 54589.00100 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 
 
Cequent Performance Products, Inc., 
 

Petitioner, 
 

v. 
 
Bulldog Winch Co. LLC 

Respondent. 
 

Cancellation No.:  92057092 
 
Registration No.:  3455827 
Mark:  BULLDOG WINCH 
 

RESPONDENT’S REPLY 
IN SUPPORT OF MOTION  

FOR SUMMARY  
JUDGMENT ON LACHES 

 

Trademark Trial and Appeal Board 
Commissioner for Trademarks 
P.O. Box 1451 
Alexandria, VA 22313-1451 

 
  



19064113  1 

I. There Is No Genuine Dispute of Material 
 Fact that Prevents Granting Summary Judgment. 

Petitioner’s Opposition (“Opp.”) relies on three basic arguments, but they are legal arguments 

quibbling over factual interpretation, and are not genuine issues of material fact that preclude granting 

summary judgment for Respondent. 

First, Petitioner disputes the proper time for measuring its undue delay - it argues that the time 

should either be measured from Respondent’s registration date of June 24, 2008 or from the date on which 

Respondent increased the number of winches it provides for trailers. Opp. at 5 ¶ 2; 11 ¶¶ 1-3. This is a legal, 

and not factual, argument, and is incorrect as a matter of law. For this cancellation action laches began on 

April 17, 2007, which is when Respondent’s application was published for opposition because Petitioner had 

actual notice of Respondent’s use of “Bulldog Winch” in 2006 when Petitioner and Respondent displayed at 

the same SEMA show in the same Exhibition Hall. MSJ at 3 ¶ 3; Ex. 1 ¶ 8(a) and Ex. 5, thereto.1  

Alternatively, even if the date of Respondent’s April 23, 2008 registration date were used, Petitioner’s delay in 

filing this action and the resulting prejudice to Respondent is more than sufficient to establish laches as a 

matter of law. Petitioner’s new argument (never advanced in its pleadings or discovery responses) that laches 

did not start until Respondent first increased the number of its trailer-mounted winches is baseless because 

(1) Respondent’s registration is not limited by winch type or trade channel so the doctrine of gradual 

encroachment does not apply, (2) growth within a product category is not gradual encroachment as a matter 

of law, and (3) contrary to Petitioner’s representation, Respondent did not increase the number of its trailer-

mounted winches until after this Petition was filed, so Petitioner’s “gradual encroachment” argument is also 

objectively untrue, and thus fails as a matter of law.  

Petitioner’s second argument is that Respondent has not been prejudiced. Petitioner does not dispute 

in any material way Respondent’s facts supporting prejudice but makes the incredible assertion that 

Respondent is not harmed because it could have used another mark to develop goodwill in its business and 

products. Under Petitioner’s contorted theory no trademark owner would ever be prejudiced because it could 

always have used another mark. Petitioner also claims that some (not most) of Respondent’s evidence could 

apply to both its “Bulldog Winch” products and private-label products. These assertions do not create a 

                                                 
1 “MSJ” means Respondent’s Motion for Summary Judgment on Laches. Exs. 1-5 refer to the Exhibits to Respondent’s 
MSJ. 
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genuine factual dispute that precludes the issuance of summary judgment. First, even if all of the evidence 

that is “disputed” by Petitioner were discarded, the remaining undisputed evidence of prejudice is 

overwhelming. Second, the evidence in Respondent’s Exhibit 1 (the Declaration of Robert A. Horn, which 

was supplemented on March 21, 20142) states that it relates specifically to “Bulldog Winch” products. 

Respondent also submits herewith as Exhibit 6 the Second Declaration of Bob Horn, which establishes the 

prejudice to Respondent if laches is determined to have started on the registration date of June 24, 2008.  

Petitioner’s third argument is that confusion is “inevitable.”  Its assertions do not involve disputed 

material facts - they merely involve an attempt to recast the facts in a manner favorable to itself. Petitioner 

fails to mention that it, and not Respondent, bears the burden to prove by clear and convincing evidence that 

confusion is “inevitable,” and that this is a higher standard than proving that confusion is merely likely. As 

explained herein, and in Respondent’s MSJ, Petitioner falls far short of meeting its heavy burden. 

Finally, Petitioner does not even address the public interest factor of laches, thereby conceding it 

weighs entirely in Respondent’s favor. Nor does it deny that its true incentive here is not for the legitimate 

purpose of protecting its existing trademark rights, but for the improper purpose of out-spending the much 

smaller Respondent in an attempt to force it to drop its “Bulldog Winch” mark and associated goodwill. That 

way, Petitioner can clear the field for its contemplated new line of winches.3  This is underscored by 

Petitioner’s overreaching request for relief:  Petitioner wants to cancel Respondent’s entire registration and not 

merely restrict it to, for example, “winches not used on trailers.” 

Petitioner has not cited, and we cannot find, any case in which laches was not found under remotely 

similar circumstances. Petitioner’s attempt to monopolize the “Bulldog” mark (with or without the word 

“winch”) in Respondent’s winch market should be rejected. The undisputed, material facts are overwhelming 

and summary judgment of latches should be granted in favor of Respondent. 

II. The Law of Summary Judgment and Laches. 

A. Summary Judgment. 

Summary judgment is to “dispose of factually unsupported claims.”  Celotex Corp. v. Catrett, 477 

U.S. 317, 323-24 (1986). The moving party bears the burden of demonstrating the absence of any genuine 

                                                 
2 “First Declaration” means the Declaration of Robert A. Horn filed on February 27, 2014, which was supplemented on 
March 21, 2014. 
3 Although it claims to have no definite plans to introduce such a product line. MSJ at 4 ¶ 1. 
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issue of material fact. Id. at 323. It is then incumbent upon the nonmoving party to “come forward with 

specific facts showing that there is a genuine issue for trial.”  Matsushita Elec. Indus. Co. v. Zenith Radio Corp., 

475 U.S. 574, 586-87 (1986) (emphasis added). Even if there are disputed material facts, summary judgment 

may be granted as long as the record taken as a whole could not lead a rational trier of fact to find for the 

nonmoving party. Matsushita, 475 U.S. at 587; Celotex, 477 U.S. at 322-23 (1986). There is no issue for trial 

unless there is sufficient evidence favoring the nonmoving party for a jury to return a verdict for that party. 

Anderson v. Liberty Lobby, Inc., 477 U.S. at 242, 249 (1986). The inquiry performed is determining whether 

there is a need for a trial; whether there are any genuine factual issues that properly can be resolved only by a 

finder of fact. Id. at 250. The mere existence of a scintilla of evidence in support of the Petitioner’s position is 

insufficient; there must be evidence on which a fact finder could reasonably find for the Petitioner. Id. at 252. 

B. Laches. 

Laches is the neglect in delay in bringing suit to remedy an alleged wrong, which taken together with 

lapse of time and other circumstances, causes prejudice to the adverse party. A.C. Auckerman Co. v. R.L. 

Chaides Const. Co., 960 F.2d 1020, 1029; 22 U.S.P.Q.2d 1321, 1325 (Fed. Cir. 1992). Laches exacts nothing 

of the Petitioner other than fair dealing with its adversary. Id. On appeal the standard of review of a 

conclusion of laches is abuse of discretion. A finding of laches may be set aside only if the decision rests on 

an erroneous legal interpretation or clearly erroneous factual finding. Id. at 1039, 22 U.S.P.Q.2d at 1325. 

If the Petitioner had actual knowledge of Respondent’s use of its mark prior to the close of the 

opposition period, laches in a cancellation action is calculated from the publication date of the application - 

otherwise it is calculated from the registration date. Teledyne Tech., Inc. v. Western Skyways, Inc., 78 

U.S.P.Q.2d 1203, 1210, n. 10 (TTAB 2008).  

C. Inevitable Confusion. 

As a threshold matter, “inevitable confusion” is not synonymous with “likelihood of confusion. 

Christian Broad. Network, Inc. v. ABS-CBN Int’l., 84 U.S.P.Q.2d 1560, 1574 (TTAB 2007) (upholding a 

latches defense because although a likelihood of confusion was established, the Board found that the record did not 

establish that confusion was inevitable) (emphasis added). “‘The standard of confusion required for a finding 

of inevitability of confusion is an increment higher than that required for a finding of a likelihood of 

confusion.’”  SunAmerica Corp., v. Sun Life Assurance Co. of Am., 77 F.3d 1325, 1334 (11th Cir. 1996); 



19064113  4 

Coach House Rest. v. Coach and Six Rests., 934 F.2d 1551, 1564 (11th Cir. 1991). Petitioner bears the heavy 

burden of establishing “inevitable confusion” by clear and convincing evidence. Harley-Davidson, Inc. v. 

O’Connell, 13 F. Supp.2d 271, 285 (N.D.N.Y. 1998) (emphasis added). 

Even to show no likelihood of confusion, it is not necessary for Respondent to win on all factors, as long 

as the evidence as a whole could not lead a rational trier of fact to find for Petitioner. The Butcher Co., Inc. v. 

Bouthot, 124 F. Supp. 2d 750, 758-760 (D. Me. 2001) (summary judgment for defendant when three factors 

in its favor, including no actual confusion and sophistication of the buyers); Mitsubishi Elec. Indus. Co. v. 

Zenith Radio Corp., 475 U.S. 574, 587 (1986). The likelihood of confusion factors are not exclusive, some 

factors are much more important than others, and the relative significance of each is case specific. Brookfield 

Communications, Inc. v. West Coast Entm’t, 174 F.3d 1036, 1054 and n.16 (9th Cir. 1999); Murray v. Cable 

Nat’l Broad. Co., 86 F.3d 858, 860-61 (9th Cir. 1996); AMF, Inc. v. Sleekcraft Boats, 599 F.2d 341, 348-49 

(9th Cir. 1979); Metro. Publ’g, Ltd. v. San Jose Mercury News, 861 F. Supp. 870, 874 (N.D. Cal. 1994). 

III. Petitioner’s Arguments are Inaccurate and Irrelevant. 

A. Laches Began on Either April 17, 2007 or June 24, 2008. 

1. For Cancellation Laches Begins on the 
Application Publication Date or the Registration Date. 

Petitioner does not dispute that:  (1) Respondent began using its “Bulldog Winch” mark in June of 

2006;4 (2) both Parties exhibited at the 2006 SEMA show in the same exhibition hall; (3) Respondent filed its 

application for “Bulldog Winch” on August 29, 2006; (4) Respondent’s application for “Bulldog Winch” was 

published on April 17, 2007; (5) Respondent’s registration issued on June 24, 2008; and (6) Petitioner did not 

file this action for cancellation until April 23, 2013.  

Petitioner’s excuse for its six-plus years of delay is a new argument not advanced until this time. 

Realizing that its six-year delay is, and should be, fatal to its case,5 it now argues for the first time the doctrine 

of “gradual encroachment.”  This was not raised in Petitioner’s pleadings, its responses to interrogatories (in 

which it was asked for all factual and legal bases for its claims) or in its 30(b)(6) deposition. See MSJ Exs. 3 

and 4. Consequently, its “evidence” regarding its new theory should be disregarded. See generally U.S. v. Inc. 

                                                 
4 Petitioner claims Respondent’s use in commerce began in August of 2006 (Opp. at 8 ¶ 2) but to the extent there is any 
dispute it is not genuine or material. Respondent produced an invoice showing its first sale in June of 2006. Ex. 1 ¶ 3 
and Ex. A, thereto; Ex. 2 at 8:6-7. 
5 MSJ at 6-7. 
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Vill. of Island Park, 888 F. Supp. 419 (S.D.N.Y. 1995) (a witness may not invoke the 5th amendment to refuse 

to answer deposition questions than at the 11th hour submit affidavits in opposition to a summary judgment 

motion – similarly, here Petitioner invoked the attorney-client privilege to refuse to answer questions about 

why it did not bring an action against Respondent until 2013, but now has a carefully-crafted declaration 

response). Only after the close of discovery and reviewing Respondent’s MSJ and realizing its tenuous 

position has Petitioner manufactured its new theory, but its theory is (1) legally and factually incorrect, and (2) 

objectively untrue. 

This is a cancellation action in the USPTO and not a litigation. Respondent’s registration recites the 

goods of “winches,” and it is not limited by the type of winches or trade channels. MSJ Ex. 5 and Ex. A, 

thereto; Klise Mfg. Co. v. Braided Accents, L.L.C., 2008 WL 2675076, at *9 (TTAB 2008) (Petitioner's 

argument that it decided not to act until respondent expanded its operations and encroached upon 

petitioner's business rings hollow; respondent did not change the nature or type of its goods being sold under 

its registered mark, but stayed within its rights accorded to it by virtue of the subject registration). Therefore, 

Respondent’s registration covers all winches and all channels of trade through which winches are normally 

sold, which Petitioner admits include sales for winches in connection with trailers. Opp. at 6 ¶ 1.  

So, the worst case for Respondent is that the period for determining laches began on the date on 

which its registration issued, i.e., June 24, 2008. Teledyne, 78 U.S.P.Q.2d at 1210 n.10. This period of nearly 

five years until this petition was filed on April 23, 2013 is more than sufficient to establish undue delay. 

Turner, 52 U.S.P.Q.2d at 1312 (a five-year delay was “substantial” and “unreasonable”); Hubbard Feeds, Inc. 

v. Animal Feed Supplement, Inc., 182 F.3d 598, 602 n.5, 51 U.S.P.Q.2d 1373, 1375 (8th Cir. 1999) (delay of 

over four years); Pro-Football, 565 F.3d at 885, 90 U.S.P.Q.2d at 1597 (29-month delay unreasonable); 

CarrAmerica Realty Corp. v. Kaidanow, 321 F.3d 165, 171-72 (D.C. Cir. 2003) (two-year delay); Nat’l Parks & 

Conservation Ass’n v. Hodel, 679 F. Supp. 49, 53-54 (D.D.C. 1987) (three-year delay barred environmental 

claims on laches grounds); Christian Broad. Network, Inc. v. ABS-CBN Int’l, 84 U.S.P.Q.2d 1560 (TTAB 

2007) (four days short of five years after registration date was unreasonable delay); Alfacell Corporation v. 

Anticancer, Inc., 71 U.S.P.Q.2d 1301 (TTAB 2004) (three days prior to the fifth anniversary date of the 

registration to file its petition for cancellation); Autozone, Inc. v. Strick, 95 U.S.P.Q.2d 1790 (N.D. Ill. 2010) 

(laches granted given four-year delay); McDonald's Corp. v. Druck & Gerner, D.D.S., P.C., 814 F.Supp. 1127, 
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1137 (N.D.N.Y. 1993) (plaintiff inexcusably delayed in asserting trademark rights when it did not send protest 

letter until two years after it received notice of infringement); Columbia University v. Columbia/HCA 

Healthcare Corp., 964 F. Supp. 733, 43 U.S.P.Q.2d 1083 (S.D.N.Y. 1997) (laches granted because of 

plaintiff’s 3½ year delay); Grupo Gigante Sa de CV v. Dallo & Co., 391 F.3d 1088, 1105, 73 U.S.P.Q.2d 1258, 

1270 (9th Cir. 2004) (finding of laches on summary judgment because defendant was prejudiced by four-year 

delay); Narton Corp. v. STMicroelectronics, Inc., 605 F.3d 397, 64 U.S.P.Q.2d 1761 (6th Cir. 2002) (affirming 

the district court’s granting of summary judgment on laches because of more than three-year delay after 

plaintiff knew or should have known, of alleged infringement). 

Respondent’s allegation that it filed this Petition after it learned that Respondent expanded into 

trailer-mounted winches is legally irrelevant and untrue. See Opp. at 5 ¶ 2; 11 ¶¶ 1-3. Respondent introduced 

its first winch for mounting to trailers in the summer of 2008 and sold the first such winch in September of 

2008. Ex. 6 ¶¶ 2-3 and Exs. 6A and 6B, thereto. This winch product was featured in the 2008 SEMA show 

New Products catalog – at the same SEMA show Petitioner attended, and Respondent’s trailer-mounted winch 

was marketed in Respondent’s 2009, 2010, 2011 and 2012 catalogs, yet Petitioner admits it did nothing. Ex. 6 

¶¶ 4-9; MSJ at 3 ¶ 3; Ex. 1 ¶¶ 9-10; Opp. at 11 ¶ 1; Prudential Ins. Co. of Am. V. Gilbraltar Fin. Corp. of Cal., 

694 F.2d 1150, 1154-55 (9th Cir. 1982) (business growth is not gradual encroachment on a trademark owner’s 

rights). Petitioner also never mentioned this issue during settlement talks in early 2013.6  Ex. 6 ¶ 10 and Ex. 

6D, thereto.  

Further, Petitioner did not, as it represents to this Board, file this Petition within months after learning 

of Respondent expanding its trailer-mounted winches from one to four sizes. Opp. at 10 ¶ 3-11 ¶ 2; Ex. 6 ¶¶ 

7-9. Respondent’s 2014 catalog showing the new sizes of trailer-mounted winches was not even printed until 

May of 2013 (about a month after this action was filed) or distributed to customers until July of 2013 (about 

three months after this action was filed). Id.  Petitioner’s representations to this Board are thus objectively 

untrue, reflect the extent to which it will distort to clear the field for its “potential” new winch product line, 

and in any event are legally irrelevant because growth within a product category is not gradual encroachment. 

                                                 
6 Respondent does not offer evidence of these communications for the purpose of establishing liability or an amount of 
damages as prohibited by Fed. R. Evid. § 408, but to establish Petitioner’s inconsistent statement and misleading 
representations. Fed. R. Evid. § 408 (the (the use of evidence for another purpose, such as proving a witness’s bias 
or prejudice, negating a contention of undue delay, or proving an effort to obstruct a criminal investigation or 
prosecution, is not prohibited). 
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Prudential, 694 F.2d at 1154-55. Petitioner’s failing to keep its case alive should thus be rejected as legally and 

factually unsupported. 

B. Respondent Has Been Prejudiced. 

Petitioner does not dispute the accuracy of Respondent’s cases concerning prejudice or dispute that 

during Petitioner’s delay that:  (1) Respondent has used its “Bulldog Winch” mark continuously; (2) 

Respondent’s “Bulldog Winch” product line has expanded five-fold; (3) Respondent has created new 

packaging for its existing and new winches; (4) Respondent has expanded its sales territory from a few states 

to essentially the entire U.S.; (5) Respondent has developed and used advertising, its website and marketing 

materials all using the “Bulldog Winch” mark; (6) Respondent has attended trade shows and advertised in 

industry publications using its “Bulldog Winch” mark; (7) Respondent sponsors 12-15 off-track racing teams 

that compete through substantially the entire U.S.; (8) the amount Respondent has spent to promote its 

“Bulldog Winch” mark (a) at the SEMA shows, (b) PWA membership and directory, (c) with its 5% sales 

commissions, (d) by making and distributing T-shirts and caps as promotional items, (e) through co-op 

advertising provided through its customers, (f) printing its “Bulldog Winch” catalog, and (g) that 

Respondent’s sales of “Bulldog Winch” products have increased from about $380,000 in 2007 to $960,000 in 

2013.7  In case the Board determines that the time for calculating laches begins on Respondent’s June 24, 

2008 registration date, Respondent has summarized its expenditures from June 24, 2008 to the filing of this 

Petition in Exhibit 6. See, e.g., Ex. 6 ¶ 18. Virtually all of this information was submitted with Respondent’s 

original Exhibit 1. 

Petitioner essentially argues that Respondent would not be prejudiced because it could use another 

mark and that it also sells winches under other marks. Opp. at 13 ¶ 4. Absurd. If that were the law there 

would never be prejudice because every business could always select a different mark.  

Furthermore, Petitioner’s statements suggesting that some of the prejudice experienced by 

Respondent relates to private-label winches and not “Bulldog Brand” products is flatly incorrect. MSJ Exhibit 

1 makes it clear that the items listed relate to “Bulldog Winch” products. Exhibit 6 to this Reply does as well. 

C. Confusion is not Inevitable or Even Likely. 

Trademark law, and the likelihood of confusion factors, are meant to reflect the realities of the 

                                                 
7 Or, about $543,000 in 2008 to about $960,000 in 2013. Ex. 6 ¶ 16. 



19064113  8 

marketplace. McFly Inc. v. Universal City Studios, Inc., 228 U.S.P.Q. 153, 159 (C.D. Cal. 1985); In re 

Quadram, 228 U.S.P.Q. 863, 865 (TTAB 1985). A likelihood of confusion means that it must be probable 

that an appreciable number of ordinary consumers will be confused into believing there is an association 

between the plaintiff and defendant because of the use of similar trademarks. The mere possibility of 

confusion is not sufficient, but rather a probability must be shown. Gruner & Jahr USA Pub. v. Meredith 

Corp., 991 F.2d 1072, 1079 (2d Cir. 1993). The factors are not exclusive, some are much more important than 

others, and the relative significance of each is case specific. Brookfield Communications, Inc. v. West Coast 

Entrn’t, 174 F.3d 1036, 1054 & n.16 (9th Cir. 1999).  

The burden on Petitioner here is higher - it must prove by clear and convincing evidence that confusion is 

inevitable. Harley-Davidson, 13 F.Supp. 2d at 285 (inevitable confusion must be shown by clear and 

convincing evidence); Christian Broad., 84 U.S.P.Q.2d at 1574 (laches upheld even though a likelihood of 

confusion shown); SunAmerica, 77 F.3d at 1334 (the standard for inevitable confusion is higher than for a 

likelihood of confusion). 

In this case, there is significant evidence of what actually occurs in the marketplace; the Board does 

not have to guess about what might happen by a mechanical application of the du Pont factors. The Parties 

have coexisted, providing their respective services in their respective markets, since 2006. The Parties have 

exhibited at the same trades shows in the same exhibition halls, share at least one common distributor, and 

both sell products that (to some extent) are used on trailers. MSJ at 2 ¶ 1. Relevant consumers have had 

significant exposure to both parties and their marks. Yet, there has been no marketplace confusion amongst 

the Parties’ respective professional buyers. Id. at 12-13. Below, the most relevant duPont factors are analyzed 

in the order of their importance. 

1. No Actual Confusion Despite Nearly Eight Years of Coexistence. 

Petitioner does not dispute Respondent’s case law in this Section or dispute the following facts:  (1) 

Respondent and Petitioner had booths at the same SEMA trade show and the same exhibit hall in 2006-2008; 

(2) Respondent and Petitioner have each been listed in the PWA directory since 2008; (3) the Parties share at 

least one common customer, and (4) the Parties have co-existed since 2006. 

First, there is no dispute that Respondent forthrightly stated that it receives 1-2 misdirected phone 

calls per year. MSJ at 14. The only dispute is how these misdirected calls should be characterized. The case 
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law is clear that these represent de minimis confusion that does not prevent a finding of summary judgment. 

See MSJ at 14. 

Second, in another last ditch effort to salvage its case and survive summary judgment, Petitioner 

presents a new declaration statement by an unidentified customer made to an unidentified salesperson of 

Petitioner. The unidentified salesperson allegedly relayed the statement by the unidentified customer to 

Petitioner’s vice president and 30(6)(6) witness, Todd Walstrom. Opp. at 22 ¶ 2. Even if the statement from 

the unidentified customer to Petitioner’s unidentified salesperson were admissible under Fed. R. Evid. 803(3), 

the statement from the salesperson to Petitioner’s vice president is not. Consequently, the statement is 

inadmissible double hearsay and should be given no weight. The veracity of the alleged statement is 

discredited because none of the declarants are identified, and there is no explanation as to why the 

salesperson did not provide his/her own declaration. Additionally, this type of vague statement allegedly 

made by one of Petitioner’s customers does not establish actual confusion or create a genuine issue of 

material fact preventing a grant of summary judgment for laches. See cases cited at MSJ at 14. Consequently, 

Petitioner’s single new incident of alleged actual confusion is inadmissible double hearsay, unreliable and 

irrelevant even if considered.  

Additionally, the Parties have been involved in this dispute since April 23, 2013 when Petitioner filed 

this action. If there were truly marketplace conflict, Petitioner should have concrete evidence of it by now. 

2. The Parties’ Respective Goods are Dissimilar and  
Marketed and Advertised Through Different Trade Channels. 

Petitioner does not dispute Respondent’s case law in this Section or the following facts:  (1) 

Petitioner sells its products to trailer manufacturers, light tower manufacturers, sign board manufacturers and 

agricultural equipment manufacturers, and not directly to consumers; (2) Petitioner has never used its 

“Bulldog” mark on winches; (3) Respondent sells to automotive aftermarket wholesalers and dealers, and not 

directly to consumers; (4) Respondent advertises primarily through co-op advertising through its wholesalers 

and dealers, and by sponsoring off-track racing events; (5) Petitioner’s products on which it uses “Bulldog” 

are advertised in trailer industry publications and through co-op adverting with its trailer parts dealers; (6) 

Petitioner is not aware of the winch capacities or winch prices in Respondent’s market, does not know how 

one would select the capacity of a winch, has never lost a sale to Respondent, and does not know what an 

automotive aftermarket dealer is; and (7) that the Google searches presented in Respondent’s MSJ are 



19064113  10 

accurate and show that even on the Internet the two parties respective goods are categorized differently. 

These are the real-world facts and not hypothetical suppositions. Respondent is unaware of a case on 

which a likelihood of confusion was found with such facts, let alone inevitable confusion. MSJ at 14-15. 

3. Respondent Sells High-Priced Products and Both  
Parties Sell to Sophisticated, Professional Buyers. 

Petitioner does not dispute the case law or material facts in this Section.  

4. Similarity of the Marks. 

Petitioner spends almost two pages discussing and comparing the Parties respective marks. This was 

not disputed in Respondent’s MSJ and the Board can readily compare the Parties’ respective marks. MSJ Ex. 

5 and Exs. A and B, thereto. 

5. Strength of Petitioner’s Mark. 

Petitioner does not dispute Respondent’s case law or analysis in this Section. There is no evidence 

showing that Petitioner’s “Bulldog” mark is known outside of Petitioner’s insular market. MSJ at 17 ¶ 3. 

Petitioner now, however, misrepresents its advertising expenditures. During its deposition it stated that it 

spent between $50,000 and $90,000 promoting its “Bulldog” products. Ex. 3 at 94:15-21 and Ex. 12, thereto; 

Ex. 3 at 12:18-14:13. The higher amounts in Petitioner’s Opposition are for all of Petitioner’s brands, not just 

its “Bulldog” mark. Opp. at 7 ¶ 2; Ex. 3 at 12:18-14:13 and Ex. 12, thereto. 

6. Likelihood of Expansion of the Product Lines. 

Petitioner does not dispute Respondent’s case law or facts in this Section. 

D. The Public Interest Favors a Finding of Laches. 

Petitioner does not challenge the facts or law establishing that a finding of summary judgment for 

Respondent is in the public interest. It thereby concedes this argument. 

IV. Conclusion. 

We cannot find and Petitioner has not cited any case in which laches was not found under such 

circumstances. Respondent is a legitimate, enterprising small business playing by the rules and working to 

grow. It is against the public interest for Petitioner to bully Respondent aside in order to clear a path for 

Petitioner’s potential line of new products. There is no genuine issue of material fact and Petitioner’s 

overreaching attempt to cancel Respondent’s registration and monopolize the “Bulldog” mark in 

Respondent’s market should be rejected. Respondent’s Motion for Summary Judgment should be granted. 
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RESPECTFULLY SUBMITTED this 18th day of April, 2014. 

SNELL & WILMER L.L.P. 

By: /David E. Rogers/  
Howard Sobelman 
David E. Rogers 
Snell & Wilmer L.L.P. 
One Arizona Center 
400 East Van Buren 
Phoenix, Arizona 85004-2202 
Telephone:  (602) 382-6225 
Facsimile:  (602) 382-6070 

Attorneys for Respondent
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CERTIFICATE OF SERVICE 

I, Denise H. Dolan, hereby certify that on the 18th day of April, 2014, this document was served via 
email to the following attorney of record for Petitioner: 

Kurt N. Jones 
Woodard, Emhardt, Moriarty 

McNett & Henry LLP 
111 Mon. Cir., Suite 3700 
Indianapolis, IN 46204-5137 
(317) 634-3456 
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